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REMARKS 

Applicants respectfully request entry of the above amendments and reconsideration of 
the following arguments pursuant to 37 C.F.R. § 1.111. 

1. Status of the Claims 

Claims 1-9 and 1 1-20 stand pending and rejected. Claims 10 and 21-23 stands previously 
canceled. 

Upon entry of the amendments, Applicants amend claims 3-9, 11, 14, and 16-20 to more 
precisely recited the claimed subject. Claims 2, 12-13, and 15 stand canceled. Support for the 
amendments can be found at least, for example, from the originally filed claims. For example, 
claim 14 is amended to make it dependent form claim 1 1 . Applicants do not believe that the 
amendments add prohibited subject matter that is unsupported in the Specification as filed. 

The claims have been eimended without prejudice to, or disclaimer of, the cancelled 
subject matter. Applicants reserve the right to file a continuation or divisional application on any 
subject matter canceled by way of amendments. 

2. Information Disclosure Statement (IDS) 

In the Office Action mailed April 28, 2009, the Office lined through the reference, Ryozo 
Sotoike, "Sake no Jiten," Kabushiki Kaisha Tokoydo Shuppan, June 25, 1975, page 124 
("Sotoike"). The Office alleged that Sotoike has not been received and therefore could not be 
considered. The Office reminds Applicants again in the present Office Action to correct the 
deficiency. Office Action, page 2. Applicants note that the Office must have meant that an 
English translation is required for the Office to consider this reference, because Sotoike 
(Japanese) was in fact submitted May 25, 2007, with an Information Disclosure Statement. 

Sotoike is cited as an "A" reference in the Intemational Search Report (ISR) for the 
international application PCT/JP2004/0 18460, from which the present application claims 
priority. An English translation of the ISR was submitted May 25, 2007, with an IDS. 
According to M.P.E.P. § 609.04(a), if a non-English reference was cited in a search report in a 
corresponding intemational application, submission of an English language version of the 
relevant portion of the search report shall suffice the Applicants^ disclosure duty. 
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Accordingly, English translation is not required for Sotoike reference. The Office is respectfully 
requested to consider and acknowledge consideration of the reference based on the ISR. 

Applicants hereby submit a verified EngUsh translation of Hoppy de Happy-to, Hoppy 
de Happy Dokuhon, Kabushiki Kaisha Asupekuto, August 22, 2000, pp. 30-35 ("Hoppy de 
Happy-to") (enclosed as Appendix I). As a courtesy, Applicants further provide the PTO form 
1449 citing Hoppy de Happy-to in Appendix I (the PTO form 1449 was previously submitted 
May 25, 2007). No fee is believed to be necessary, because the reference was already listed on 
an IDS. 



3. Withdrawn Objections and Rejections 

Applicants appreciate the Office's withdrawal of the following objections and rejections: 

1) the objection to claim 13 for reciting "otsurui shochu"; 

2) the rejection of claims 1-23 under 35 U.S.C. § 1 12, second paragraph;^ 

3) the rejection of claims 1-10, 16, and 23 under 35 U.S.C. § 102(b) over Kitajima et 
al.. Beer no Hanashi, Gihodo Shuppan Co., Ltd., April 5, 1994, pp. 169-170 
("Kitajima") as evidenced by Gone (U.S. Published AppUcation No. 2005/022095) 
("Oono"); 

4) the rejection of claims 1-6, 9-15, and 21-23 under 35 U.S.C. § 102(b) over Hoppy de 
Happy-to as evidenced by Oono and Japanese Spirits {available at 
http://jaLcom/it/shochu/whats/jshochu,html) ("Japanese Spirits"); 

5) the rejection of claims 5, 1 1, 14, and 16-18 under 35 U.S.C. § 103(a) over Kitajima 
or Hoppy de Happy-to as evidenced by Brewing Techniques: Wheat Beer 
{available at http://www.brewingtechniques.com/library/styles/l_l style.html) 
("Brewing Techniques"); and 

6) the rejection of claims 19-22 under 35 U.S.C. § 103(a) over Kitajima in view of 
Hoppy de Happy-to. 

Office Action, pages 2-3. 



[0100] 

^ The Office states: "The 35 USC 1 12 rejections of claims i. 2. P. and 23 made of record in the office action 

mailed on 28 April 2009 are withdrawn due to applicant's amendment, filed on 28 July 2009." Office Action, page 
2 (emphasis added). The Office is reminded that all claims 1-23 were subject to indefiniteness rejection in the 
Office Action mailed April 28, 2009. Claims 3-22 were rejected due to their dependency from claims 1-2. The 
Office must have meant that the indefiniteness rejection to claims 1-23 has been withdrawn. For the clarity of the 
record, the Office is requested to clarify the issue within its next communication. 
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4. Rejection of the Claims Under 35 U.S.C, S 112, Second Paragraph 

The Office rejects claims 4-5 under 35 U.S.C. § 1 12, second paragraph, as allegedly 
indefinite. The Office alleges that the recitation of "other starting materials" is unclear. at 3. 

Without acquiescing as to the merits of the rejection. Applicants amend claims 4-5 to no 
longer cite "other starting materials." Claim 4 as amended recites that starting materials may 
comprising malt, hop, and water; while claim 5 as amended recites that the starting materials 
may further comprise listed material(s). The indefmiteness rejection is thus moot. Applicants 
respectfully request withdrawal of the rejection and allowance of the claims. 

5. Rejection of the Claims Under 35 U.S.C. S 102(b) 

The Office rejects claims 1-6, 9, 12, 15, and 19-20 under 35 U.S.C. § 102(b) as allegedly 
anticipated over Carbomb from the Webtender ("Carbomb"), as evidenced by Guinness from 
the Greens Beverages ("Giunness"), Jameson's Irish Whiskey from the Drinkmixer 
("Jameson's Whiskey"); Guinness Stout from the Drinkmixer ("Guinness Stout"), and Bailey's 
Irish Cream from the Drinkmixer ("Bailey's Irish Cream"). 

5.1. Claims 1-2 and 9 

Carbomb allegedly teaches a malt fermented beverage comprising Guinness Stout and 
Jameson's Whiskey, which allegedly read on the claimed component A and component B, 
respectively. Office Action, page 4. Guirmess Stout (4.1% alcohol content) is allegedly an 
alcohol-containing material made of fermented barley. Jameson's Whiskey (40% alcohol 
content) is allegedly an alcohol-containing distillate made from barley. Id. 

Claim 1 recites "a ratio between an alcohol content from the alcohol-containing material 
of the component A and an alcohol content from the alcohol-containing distillate of the 
component B" (alcohol content ratio) in the range of about 97.5:2.5 to about 90:10. The Office 
asserts that Carbomb discloses the claimed alcohol content ratio, because a ratio of the alcohol 
content of components is 9.75:1 (as Whiskey :Beer = 40%/4.1%). Id. 

Applicants traverse. Prior art that anticipates a claim must disclose each and every 
element of the claim explicitly or inherently. See In re Rijckaert, 9 F.3d 153 1, 1534, 28 
U.S.P,Q.2d 1955, 1957 (Fed. Cir. 1993). 

DC01/2408U7.1 
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The Office's rejection is unsupported. Carbomb fails to disclose each and every element 
of claim 1, because the Office incorrectly calculated Carbomb's alcohol content ratio regarding 
Guinness and Whiskey. The Office is reminded that the claimed alcohol content ratio is 
calculated based on the alcohol content from each component. The Office's calculation is 
directly based on the alcohol content each component. The Office's calculation fails to take 
into account the volume factor. Additionally, the Office switches the numerator and 
denominator in the calculation. The claimed alcohol content ratio should be calculated as 
following: 

CaVa:CbVb 

wherein C represents the alcohol content of a component, and F represents the 
volume of the component. 

See e.g,, page 13, Example 1 and Table 1 of the Specification. Based on the above formula, 

Carbomb would give an alcohol content ratio (Guinness: Whiskey) of about 57.1:42.9 to about 

58.9:41.1.^ This range is outside the claimed range of claim 1. As the cited references fail to 

disclose at least the claimed ratio element, claim 1 is novel. 

As to claim 2, Office asserts that Carbomb discloses a volume ratio of 1 3 : 1 for Guinness 
to Jameson's Whiskey. Office Action, page 4. This volume ratio is allegedly within the claimed 
range of claim 2. Id. Upon entry of the present amendments, claim 2 stands canceled, mooting 
the rejection. 

Applicants further traverse the rejection of claim 9. Claim 9 depends directly from claim 
1, and thus incorporates its limitations. The cited art fails to disclose at least the ratio element 
recited in claim 1 for the reasons above. Likewise, claim 9 must also be novel. 

5.2. Claims 3-6 

Guinness allegedly discloses that Guinness is a beer made from malt, barley, hops, and 
water. Id. The Office apparently alleges that Guinness reads upon the component A and the 
starting materials recited in claims 3-6. 

[0100] 

^ Alcohol content ratio calculation: 4.1% xl3 oz : 40% x 1 oz = 57.1:42.9, and 4.1% xl4 oz : 40% x 1 oz = 

58.9:41.1. 
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Applicants traverse. Each of claims 3-6 incorporates all elements from claim 1 because 
of its dependency. As discussed in section 5.1 supra^ claim 1 is novel because the cited art fails 
to disclose at least the claimed ratio element. Claims 3-6 are likewise novel over the cited art. 

5.3. Claims 12 and 15 

The Office alleges that the limitations in claims 12 and 15 do not determine the 
patentability of the product. Id. , at 4-5. 

Without acquiescing as to the merits of the rejection, claims 12 and 15 stand canceled, 
mooting the rejection. 

5.4. Claim 19 

Jameson's Whiskey allegedly has an alcohol content of 40%. Id.^ at 5. The Office argues 
that Jameson's Whiskey's alcohol content reads on the alcohol content recited in claim 19. 

Applicants traverse. Claim 19 depends from claim 1, thus incorporating its limitations. 
As discussed in section 5.1 supra, claim 1 is novel because the cited art fails to disclose at least 
the claimed ratio element. Claim 19 is likewise novel over the cited art. 

5.5. Claim 20 

Carbomb allegedly has an alcohol content of about 7.353%. Id., at 5. The Office argues 
that Carbomb's alcohol content reads on the alcohol content recited in claim 20. 

Applicants traverse. Claim 20 incorporates all elements from claim 1 . As discussed in 
section 5.1 supra, claim lis novel, because the cited art fails to disclose at least the claimed ratio 
element. Claim 20 is likewise novel over the cited art. 

In view of the above arguments, claim 1 is novel, because the cited art fails to disclose at 
least the claimed ratio element. Claims 3-6, 9, and 19-20 are likewise novel over the cited art 
because of their dependency firom claim 1. The rejection of claims 2, 12, and 15 is moot because 
of their cancellation. Applicants respectfully request withdrawal of the rejection and allowance 
of the claims. 



DCOl/ 24081 17.1 



Attorney Docket No.: 47487-000 1-00-US (22681 1) 
Application No.: 10/582,336 

Response to Office Action mailed: November 25, 2009 
Reply dated: February 24, 2010 
Page 10 

6. Rejection of the Claims under 35 U.S.C. S 103fa) 

6.L Rejection of Claims 1-6. 9. 11-16. and 19-20 

The Office rejects claims 1-6, 9, 11-16, and 19-20 under 35 U.S.C. § 103(a) as allegedly 
obvious over Hoppy de Happy-to in view of either Shinozaki (JP 60241883) ("Shinozaki") or 
Japan Alcoholic Beverages from the Global Gourmet ("Japan Alcoholic Beverages"), as 
evidenced by Japan - Taxes on Alcoholic Beverage from the World Trade Organization 
("Japan - Taxes"). 

6.1.1. Claims 1-2. 9 and 19 

Hoppy de Happy-to allegedly teaches a malt fermented beverage comprising Hoppy and 
shochu. Office Action, page 5. The Office alleges that (1) Hoppy reads on the claimed 
component A as an alcohol-containing material made of barley; and (2) shochu reads on the 
claimed component B as distillate. Id. The Office argues that the shochu in Hoppy de Happy-to 
has an alcohol content of 25%. Id. 

Claim 1 recites "a ratio between an alcohol content from the alcohol-containing material 
of the component A and an alcohol content from the alcohol-containing distillate of the 
component B" ("alcohol content ratio) in the range of about 97.5:2.5 to about 90: 10. The Office 
argues that the mixed beverage in Hoppy de Happy-to teaches the claimed alcohol content ratio, 
because a ratio of the alcohol content of components is 31.25:1 (shochu : Hoppy = 25%/0.8%). 
M, at 6. 

Applicants traverse. "[OJbviousness requires a suggestion of all limitations in a claim." 
CFMZ Inc. V. Yieldup InVl Corp., 349 F.3d 1333, 1342, 68 U.S.P.Q.2d 1940, 1947 (Fed. Cir. 
2003) (citing In re Royka, 490 F.2d 981, 985, 180 U.S.P.Q. 580, 583 (C.C.P.A. 1974) (emphasis 
added). Furthermore, one common inquiry in the above tests of obviousness is whether a skilled 
artisan would have had reasonable expectation of success to practice the claimed invention. 
Examination Guidelines for Determining Obviousness under 35 U.S.C. 103 in View of the 
Supreme Court Decision in KSR Intemational Co. v. Teleflex Inc.. 72 Fed. Reg. 57,528. 

The Office's rejection is unsupported by the references when viewed alone or in 
combination. The cited art fails to teach or suggested the claimed alcohol content ratio. The 
Office's calculation of the alcohol content ratio is incorrect. See section 5.1 supra. According to 
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the formula in section 5.1 supra^ the mixed beverage of Hoppy de Happy-to would give an 
alcohol content ratio (Hoppyrshochu) of about 7.0:93.0 to about 24.2:75.8.^ This range is outside 
the claimed range of claim 1 . The cited art thus fails to teach or suggest at least the claimed 
alcohol content ratio. No change in ratio or instruction is provided of teaching a combination 
that would achieve the desired taste of the presently claimed product. Without all claim elements 
taught, there further cannot be expectation to make or use the claimed product. Accordingly, 
claim 1 is nonobvious over cited references. 

As to claim 2, Office asserts that Hoppy de Happy-to teaches a volume ratio of 10:1 
(Hoppy:shochu). Office Action, page 6. This volume ratio is asserted by the Office to be within 
the claimed range of claim 2. Id. Upon entry of the present amendments, claim 2 stands 
canceled, mooting rejection. 

Claim 19 recites an alcohol content of 25 to 45% for the component. The Office 
apparently rejects claim 19, because the alcohol content of shochu allegedly overlaps with the 
claimed range. 

Applicants traverse. Claim 19 recites all the limitations of claim 1, because it depends 
directly from claim 1. Claim 1 is nonobvious, because the cited art fails to teach or suggest all 
the claimed limitations. Claim 19 is likewise nonobvious over the cited art. 

Furthermore, Applicants have discovered for the first time that mixing component A and 
component B with the recited ratio results in a beverage with refreshing finish, i.e., crisp taste 
while ensuring robust feel. See page 2, line 22 through page 3, line 3, page 12, lines 9-17, and 
page 13, Table 1 of the Specification. At best, Hoppy de Happy-to teaches a "soothing feeling" 
for the mixture of Hoppy and shochu. See last paragraph on page 3 of Hoppy de Happy-to. The 
"soothing feeling" is neither crisp taste nor robust feel. There is no suggestion in any of the 
references of how to achieve either a crisp taste or robust feel. Therefore, there is no guidance, 
let alone expectation of success, to alter the ratio in order to achieve this result. The claimed 
beverage thus possesses unexpected^ advantageous properties. 
[0100] 

^ For the mixed beverage with an alcohol content of 3%, the volume ratio would be 90.9:9.1 (Hoppy : 

shochu), because 90.9% x 0.8% + 9.1% x 25% = 3%. The corresponding alcohol content ratio would be (90,9% x 
0.8%) : (9.1% X 25%) = 21.7:78.3 (Hoppy : shochu). For the mixed beverage with an alcohol content of 8%, the 
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6.1.2. Claims 11-16 

The Office admits that Hoppy de Happy-to does not teach that the alcohol-containing 
distillate (shochu) is made from wheat. Office Action, page 6. Either Shinozaki or Japan 
Alcoholic Beverages is relied upon for allegedly teaching that shochu is made from wheat. Id 
The Office asserts that a skilled artisan would have considered it obvious to select a wheat-based 
shochu. at 6-7. The Office further asserts that the limitations in claims 12-13 and 15 reciting 
the production of shochu do not determine the patentability of the product. at 7. 

Applicants traverse. Each of claims 11, 14, and 16 incorporate all elements from claim 1, 
because of they depend directly or indirectly firom claim 1. As discussed in section 6.1.1 supra^ 
claim 1 is nonobvious, because the cited art fails to teach or suggest at least the claimed ratio 
element. The cited art likewise fails to teach or suggest all elements of each of claims 11, 14, 
and 16. Without all claim elements taught, there cannot be expectation to make or use the 
claimed product. Furthermore, the claimed beverage possesses unexpected^ advantageous 
properties over the cited art, Le., its crisp taste while ensuring robust feel. See section 6,1.1 
supra. There is no suggestion in any of the references of how to achieve either a crisp taste or 
robust feel. Therefore, there is no guidance, let alone expectation of success, to alter the ratio in 
order to achieve this result. Accordingly, claims 11, 14, and 16 are nonobvious over the cited 
art. Upon entry of the present amendments, claims 12-13 and 15 stand canceled, mooting the 
rejection. 

6.1.3. Claims 3-5 

The starting materials for Hoppy allegedly include malt, starch, and hops. Office Action, 
page 7. The Office asserts that inclusion of water in making Hoppy is implied. Id. The Office 
apparently argues that the starting materials for Hoppy overlap with the claimed starting 
materials for component A. 

Applicants traverse. Each of claims 3-5 incorporates all elements from claim 1 because 
of its dependency firom claim 1. As discussed in section 6.1.1 supra^ claim 1 is nonobvious, 

[0100] 

volume ratio would be 90.9:9.1 (Hoppy : shochu), because 70.2% x 0.8% + 29.8% x 25% = 8%. The 
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because the cited art fails to teach or suggest at least the claimed ratio element. The cited art 
likewise fails to teach or suggest all elements of each of claims 3-5. Without all claim elements 
taught, there cannot be expectation to make or use the claimed product. Furthermore, the 
claimed beverage possesses unexpected^ advantageous properties over the cited art, z.e., its crisp 
taste while ensuring robust feel. See section 6.1 .1 supra. There is no suggestion in any of the 
references of how to achieve either a crisp taste or robust feel. Therefore, there is no guidance, 
let alone expectation of success, to alter the ratio in order to achieve this result. Accordingly, 
claims 3-5 are nonobvious over the cited art. 

6.1.4. Claim 6 

Hoppy de Happy-to allegedly teaches a component that is beer. Office Action, page 7. 
Claim 6 recites that the component A may be a beer or a low-malt beer. 

Applicants traverse. Claim 6 depends directly from claim 1 . Therefore claim 6 recites all 
the limitations of claim 1. As discussed in section 6.1.1 supra^ claim lis nonobvious, because 
the cited references fail to teach or suggest at least the claimed ratio element. The cited art 
likewise fails to teach or suggest all elements of claim 6. Without all claim elements taught, 
there cannot be expectation to make or use the claimed product. Furthermore, the claimed 
beverage possesses unexpected^ advantageous properties over the cited art, i.e., its crisp taste 
while ensuring robust feel. See section 6.1.1 supra. There is no suggestion in any of the 
references of how to achieve either a crisp taste or robust feel. Therefore, there is no guidance, 
let alone expectation of success, to alter the ratio in order to achieve this result. Accordingly, 
claim 6 is nonobvious over the cited art. 

6.1.5. Claim 20 

Hoppy de Happy-to allegedly teaches a mixed beverage with an alcohol content of 3-8%. 
Office Action, page 7. Claim 20 recites an alcohol content of 1 to 1 5%. 

Applicants traverse. Claim 20 incorporates all elements from claim 1 because of its 
dependency from claim 1. As discussed in section 6.1.1 supra^ claim 1 is nonobvious, because 

[0100] 

corresponding alcohol content ratio would be (70.2% x 0.8%):( 29.8% x 25%) = 7.0:93.0 (Hoppy : shochu). 
DCOl/ 24081 17.1 
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the cited art fails to teach or suggest at least the claimed ratio element. The cited references 
likewise fail to teach or suggest all elements of claim 20. Without all claim elements taught, 
there cannot be expectation to make or use the claimed product. Furthermore, the claimed 
beverage possesses unexpected^ advantageous properties over the cited art, z.e., its crisp taste 
w^hile ensuring robust feel. See section 6.1.1 supra. There is no suggestion in any of the 
references of how to achieve either a crisp taste or robust feel. Therefore, there is no guidance, 
let alone expectation of success, to alter the ratio in order to achieve this result. Accordingly, 
claim 20 is nonobvious over the cited art. 

In view of the above arguments, claims 1, 2-6, 9, 1 1, 14, 16, and 19-20 are nonobvious, 
because cited references fail to teach at least the claimed ratio element. Claims 2, 12-13, and 15 
stand canceled, mooting the rejection. Applicants respectfully request withdrawal of the 
rejection and allowance of the claims. 

6.2. Rejection of Claims 7-8 

The Office rejects claims 7-8 under 35 U.S.C. § 103(a) as allegedly obvious over 
unpatentable over Carbomb, as evidenced by Guinness, Jameson's Whiskey, Guinness Stout, 
and Bailey's Irish Cream, as applied to claims 1-6, 12, 15, and 19-20 above, and further in view 
of Tripp et al. (U.S. Patent No. 5,618,572) ("Tripp"). 

The Office admits that Carbomb does not teach the malt proportion of the component A, 
which allegedly reads on Guinness. Office Action, page 8. Tripp is relied upon for allegedly 
teaching that (1) malt proportion may range from 26 to 127% (malt/dextrose), and (2) a 80-100% 
pale malt beer may be sued as a feed beer. Id, Claims 7-8 recite that the component A has a 
malt proportion of at least 20% and at least 40%, respectively. The Office asserts that a skilled 
artisan would have been motivated to change the malt proportion to obtain a final product with 
acceptable drinkability and taste. Id,, at 8-9. No reasoning as to why an artisan would have been 
motivated to alter these ratios and percentages is provided. Additionally, there is no suggestion 
in any of the references of how to achieve either a crisp taste or robust feel. Therefore, there is 
no guidance, let alone expectation of success, to alter the ratio in order to achieve this result. 
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Applicants traverse. As discussed in section 5.1 supra^ Carbomb (together with 
Guinness, Jameson's Whiskey, Guinness Stout, and Bailey's Irish Cream) fail to teach at least 
the claimed ratio element of claim 1 . Tripp fails to teach the claimed ratio element, and therefore 
Tripp fails to cure the defects of the other references. The cited references, alone or viewed in 
combination, thus fail to teach at least the claimed ratio element in claim 1 . Each of claims 7-8 
incorporates all elements from claim 1 because of its dependency. The cited art likewise fails to 
teach or suggest all elements of claims 7-8. Without all claim elements taught, there cannot be 
expectation to make or use the claimed product. 

Furthermore, Applicants have discovered for the first time that mixing component A and 
component B with the recited ratios results in a beverage with refreshing finish, z.e., crisp taste 
while ensuring robust feel. See page 2, line 22 through page 3, line 3, page 12, lines 9-17, and 
page 13, Table 1 of the Specification. Cited references fail to address the taste of alcohol- 
containing beverages. The claimed beverage thus possesses unexpected^ advantageous 
properties over the cited art. There is no suggestion in any of the references of how to achieve 
either a crisp taste or robust feel. Therefore, there is no guidance, let alone expectation of 
success, to alter the components in order to achieve this result. 

Accordingly, claims 7-8 are nonobvious over the cited art. Applicants respectfiilly 
request withdrawal of the rejection and allowance of the claims. 

6.3. Rejection of Claims 7-8 and 17-18 

The Office rejects claims 7-8 and 17-18 under 35 U.S.C. § 103(a) as allegedly obvious 
over Hoppy de Happy-to in view of either Shinozaki or Japan Alcoholic Beverages, as 
evidenced by Japan - Taxes, as applied to claims 1-6, 9, 1 1-16, 19-20 above, and fiirther in 
view of Tripp. 

6.3.1. Claims 7-8 

The Office admits that Hoppy de Happy-to in view of either Shinozaki or Japan 
Alcoholic Beverages does not teach the malt content of component A (allegedly Hoppy). Office 
Action, page 9. Tripp is relied upon for allegedly teaching that (1) malt proportion may range 
from 26 to 127% (malt/dextrose), and (2) a 80-100% pale malt beer may be sued as a feed beer. 

DCOl/ 24081 17.1 
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Id, Claims 7-8 recite that the component A has a malt proportion of at least 20% and at least 
40%, respectively. The Office asserts that a skilled artisan would have been motivated to change 
the malt proportion to obtain a final product with acceptable drinkability and taste. Id, 

Applicants traverse the rejection of claims 7-8. As discussed in section 6.1.1 supra^ 
Hoppy de Happy-to, Shinozaki, Japan Alcoholic Beverages, and Japan - Taxes fail to teach at 
least the claimed ratio element of claim 1 . Tripp fails to teach the claimed ratio element, and 
therefore Tripp fails to cure the defects of the other references. The cited references, when 
viewed alone or in combination, fail to teach at least the claimed ratio element of claim 1 . Each 
of claims 7-8 incorporates all elements from claim 1 because of its dependency. Cited art 
likewise fails to teach or suggest all elements of claims 7-8. Without all claim elements taught, 
there cannot be expectation to make or use the claimed product. 

Furthermore, Applicants have discovered for the first time that mixing component A and 
component B with the recited ratios results in a beverage with refi-eshing finish, z.e., crisp taste 
while ensuring robust feel. See page 2, line 22 through page 3, line 3, page 12, lines 9-17, and 
page 13, Table 1 of the Specification. At best, Hoppy de Happy-to teaches a "soothing feeling" 
for the mixture of Hoppy and shochu. See last paragraph on page 3 of Hoppy de Happy-to. The 
"soothing feeling" is neither crisp taste nor robust feel. The other references fail to address the 
taste of alcohol-containing beverages and how to achieve either a crisp taste and/or robust feel. 
The claimed beverage thus possesses unexpected^ advantageous properties. See section 6.1.1 
supra. Therefore, there is no guidance, let alone expectation of success, to alter the components 
in order to achieve this result. Accordingly, claims 7-8 is nonobvious over the cited art. 

6.3.2. Claim 18 

Both Shinozaki and Japan Alcoholic Beverages allegedly teach that shochu is made fi-om 
wheat. Office Action, page 10. Claim 18 recites, inter alia, that (1) the component A has a malt 
proportion of 40-60%, and (2) the component B is a wheat spirit. 

Applicants traverse. As discussed in section 6.1.1 supra, Hoppy de Happy-to, Shinozaki, 
Japan Alcoholic Beverages, and Japan - Taxes fail to teach at least the claimed ratio element of 
claim 1 . Tripp fails to teach the claimed ratio element. Thus, it cannot cure the defects. The 
cited references, when viewed alone or in combination, fail to teach at least the claimed ratio 
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element of claim 1. Claim 18 incorporates all elements from claim 1, because it depends directly 
from claim 1. The cited art must fail to teach or suggest all elements of claim 18. Without all 
claim elements taught, there cannot be expectation to make or use the claimed product. 

Furthermore, Applicants have discovered for the first time that mixing component A and 
component B with the recited ratios results in a beverage with refreshing finish, i.e., crisp taste 
while ensuring robust feel. See page 2, line 22 through page 3, line 3, page 12, lines 9-17, and 
page 13, Table 1 of the Specification. At best, Hoppy de Happy-to teaches a "soothing feeling" 
for the mixture of Hoppy and shochu. See last paragraph on page 3 of Hoppy de Happy-to. The 
"soothing feeling" is neither crisp taste nor robust feel. The other references fail to address the 
taste of alcohol-containing beverages, let alone how to achieve crisp taste and/or a robust feel. 
Therefore, there is no guidance, let alone expectation of success, to alter the components in order 
to achieve this result. The claimed beverage thus possesses unexpected, advantageous 
properties. See section 6.1.1 supra. Accordingly, claim 18 is nonobvious over the cited art. 

6.3.3. Claim 17 

The Office argues that the limitation "the distillate of alcohol-containing material of the 
component B is otsu-rui mugi shochu" of claim 17 does not determine the patentability of the 
product. Office Action, page 10. 

Applicants traverse. First, the Office incorrectly interprets claim 17. Claim 17 depends 
directly upon claim 1 . Claim 1 recites component B as "an alcohol-containing distillate obtained 
by distilling and alcohol-containing material at least partly made of wheat or barley." Claim 17 
recites, inter alia, that the component B is a type of shochu. This is not a method limitation. 
Regardless of the methods of production used for the claimed shochu, the recitation of shochu as 
the component B does contribute to the patentability of claim 17. 

Second, the cited references fail to teach or suggest all claim elements. As discussed in 
section 6.1.1 supra, Hoppy de Happy-to, Shinozaki, Japan Alcoholic Beverages, and Japan - 
Taxes fail to teach at least the claimed ratio element of claim 1 . Tripp fails to cure the defects of 
these references. Thus, the cited references, alone or viewed in combination, fail to teach at least 
the claimed ratio element in claim 1. Claim 17 incorporates all elements from claim 1 because of 
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its dependency. The cited art likewise fails to teach or suggest all elements of claim 17. Without 
all claim elements taught, there cannot be expectation to make or use the claimed product. 

Furthermore, Applicants have discovered for the first time that mixing component A and 
component B with the recited ratios results in a beverage with refreshing finish, le., crisp taste 
while ensuring robust feel. See page 2, Une 22 through page 3, line 3, page 12, Unes 9-17, and 
page 13, Table 1 of the Specification, At best, Hoppy de Happy-to teaches a "soothing feeling" 
for the mixture of Hoppy and shochu. See last paragraph on page 3 of Hoppy de Happy-to. 
However, the reference teaches nothing with respect to how to achieve a crisp taste and robust 
feel. A "soothing feeling" is neither crisp taste nor robust feel. The other references fail to 
address these taste aspects or provide guidance on how to achieve them. The claimed beverage 
thus possesses unexpected, advantageous properties. See section 6.1.1 supra. Therefore, there is 
no guidance, let alone expectation of success, to alter the ratio in order to achieve this result. 
Accordingly, claim 17 is nonobvious over the cited art. 

In view of the above arguments, claims 7-8 and 17-18 are nonobvious, because cited 
references fail to teach at least the claimed ratio element. Applicants respectfully request 
withdrawal of the rejection and allowance of the claims. 
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CONCLUSION 



Should the Office have any questions or comments regarding Applicants' amendments or 
response, please contact Applicants' undersigned representative at (202) 842-8821. 
Furthermore, please direct all correspondence to the below-listed address. 

In the event that the Office believes that there are fees outstanding in the above- 
referenced matter and for purposes of maintaining pendency of the application, the Office is 
authorized to charge the outstanding fees to Deposit Account No. 50-0573. The Office is 
likewise authorized to credit any overpayment to the same Deposit Account Number. 



Date: February 24, 2010 




DRINKER BIDDLE & REATH LLP 

Customer No. 55694 

1500 K Street, N.W., Suite 1 100 

Washington, D.C. 20005-1209 

Tel. No.: (202)842-8800 

Fax No.: (202) 842-8465 
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APPENDIX I 



Verified translation of Hoppy de Happy-to 
and 

Courtesy copy of PTO form 1449 
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DECLARATION 



In the matter of an application for Letter Patent by SUNTORY 
HOLDINGS LIMITED, 

1, Osamu KUSAMA, Patent Attorney, whose full post office address 
is 7th Floor, Iwata Bldg., 5-12, lidabashi 4-chome, Chiyoda-ku, Tokyo 
102-0072, Japan, do solemnly and sincerely declare as follows: 



1. I am well acquainted with Japanese and English language. 

2 . The following is the true translation into English language 
of "Hoppy College Magazine Course", i.e., Hoppy de Happy-to. 

And I am this solemn declaration conscientiously believing the 
same to be true. 



Declared at Tokyo, Japan 



This 



day of February 3, 2010. 
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Hoppy College Magazine Course 
What is Hoppy? 

It's a beverage that makes you happy (laughter). It has a long history that dates back to 1948, 
when it was first launched. Though initially sold as a non-alcohol beer, it ended up being 
drunk mixed with shochu. At a time when beer was still a Ixixury, Hoppy was loved as a beer 
substitute to be drunk with shochu by those who could not afford to buy beer. In other words, 
it was an inexpensive yet great friend of the ordinary people. It has a history longer than 
Lemon Sour, and can be regarded as the prototype of mixed drinks in Japan. 

[p. 2] 

The Best Way to Enjoy Hoppy 

Use the "Tripolar Cooling Method." Make sure you chill Hoppy, shochu and your mug in the 
refrigerator, and don't put any ice in yox^r drink. 

Here are the rules of etiquette you should observe to enjoy Hoppy. First pour shochu into the 
mug. Use the stars on the Hoppy Mug to adjust the level of alcohol in your drink. Twenty- 
five-proof shochu poured up to the lower star will give you an alcohol content of about 3%, 
and the upper star will give you one of about 8%. Enjoy your drink with the alcohol content 
of your choice. 

Now, let me proceed to explain how to pour Hoppy into your mug. Pour Hoppy into the mug 
quickly to mix shochu and Hoppy together well. The quicker you pour, the more froth you 
get. 

Once you get the knack, you'll find it easy to pour just the right amount of Hoppy from the 
bottle into your mug in accordance based on the amount of shochu. Don't stir your drink with 
a muddler or chopstick. Use type-A shochu^ which is drier than type-B. 

And that's the best way to enjoy Hoppy — ^although many bars serve it with ice as if that were 
the most natural way to serve Hoppy. 

#1 

These stars show you the level of alcohol. If you pour 25-proof shochu up to this star, you'll 
get an alcohol content of 8%, 
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#2 

Twenty-five-proof shochu poured up to this star will give you an alcohol content of 3%. 

#3 

Make sure you serve Hopper cold. Pour it into your mug quickly to get maximum froth, 
[p. 3] 

I'm a Hoppy lover to this day. 

Thanks a million! I feel a little shy, but Fm very pleased to hear it. Hello, my name is Hoppy 
the Drinker. My fans gave me this name, and I am already turning 52 years old this year. I 
look yoimger than my age, don't you think? I was bom and bred ia Akasaka, Tokyo, so Fm a 
native Tokyoite. 

Ever since I was bom, Fve remained as good and handsome as now, with as many dedicated 
fans as I have today, and Fve remained Hoppy the Drinker throughout these many years. 
Thanks to my many adoring fans, I am still living a happy life. 

Well, some of you may have heard about Hoppy but may never have tasted it, so let me 
introduce myself. 

I contain no more than 0.8% of alcohol and that's why I always taste fresh. Fm also low in 
calories and popular among women for that reason. 

Fm brewed basically in the same way as beer: They make me from a selected variety of Nijo 
barley called "Golden Melon," aroma hops grown in Hallertau, Germany, and a copious 
amount of yeast obtained from the Weichenstephen Yeast Bank, and use natural water to brew 
me — ^in a word, I am a "malt-fermented beverage" made from the best quality materials. 

Needless to say, the standard way to drink me is to naix me with shochu. As all Hoppy fans 
know, Hoppy mixed with shochu gives you a soothing feeling unrivalled by all other drinks. I 
don't remember who started it. Since alcohol was in short supply in Japan shortly after the 
end of World War II, it didn't take long before the word got around that Hoppy mixed with 
shochu was very good, and that's how the great Hoppy boom started. I continue to enjoy 
widespread popularity to this day because I remain as cheap and cheerful as ever. 
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A Tour of a Hoppy Factory 

I visited a factory in Chofu City — ^the only factory in Japan, or indeed the world, making 
Hoppy. Products are manufactured using automated machines, but the factory was full of the 
atmosphere of a handicraft workshop. 

1 . This is a reservoir tank where the malt is saccharified, which is the first stage in brewing 
Hoppy. The malt is mixed with cornstarch and hops, boiled together and chilled; all of which 
requires much work. 

2. Fermented Hoppy is filtered for a period of 14 days. The product at this point is beer that 
contains less alcohol than ordinary beer. It is subsequently made into Hoppy through 
processes that remain confidential as business secrets. 

3. Empty retvtmable bottles collected from liquor stores are being cleaned. I was told that 
these bottles often contain cigarette stubs and other trash. However, they are carefiilly washed 
through four stages until spotlessly clean. 

4. The worker is checking whether the bottles have been thoroughly cleaned. You are not 
allowed to talk to him. He stood stock-still throughout my visit, hardly daring to breathe, like 
a wax doll (sorry). Don't work too hard! 

[p. 5] 

5. Bottle after bottle, all thoroughly washed and cleaned, come out in single file. These bottles 
are ready to be filled with Hoppy. I get excited to see such a scene. 

6. Bottles filled with Hoppy are coming out. The final check is being carried out to make sure 
they contain no impurities and that the labels are properly attached. 

7. Hoppy bottles, packed in boxes, are being transported by forklift. They bid farewell to the 
Hoppy bottles — -just like fathers sending their daughters away for marriage. "Let them be 
drunk by Hoppy lovers! Watch out for ice!" 

8. How do you like tiiese mountains of Hoppy boxes? Hoppy bottles are delivered every day 
firom here to bars and liquor stores, where Hoppy fans await. 



[p. 6] 

27 Many Ways to Enjoy Beer — ^Rare Varieties of Cocktails and Beers 
Let's drink beer cocktails. 

Beer cocktails? — Some of you may wonder what they are, but there are a wide variety of 
ways to enjoy beer. Let's enjoy some beer cocktails in this section. 

Here are some cocktails recommended for those who can't drink too much alcohol. 

<Never Mind> — ^Fill your glass half fiill with lemonade and pour beer slowly over the 
lemonade up to the rim. Share the drink with your girlfriend using two straws. Have a '"Never 
Mind" and talk about your dreams or dance to disco music. 

<Red Eye> — ^Fill your glass half full with cold tomato juice and fill it up with beer. Stir gently 
before drinking. 

<Shandygaf£> — ^Pour 120 cc of stout into a mid-sized tmnbler and fill the rest of the tumbler 
with ginger ale. 

If you are tired of ordinary beer, how about creating your own type of beer by mixing 
different beers? 

[p.7] 

<Half and Half> — ^Fill a middle-sized tumbler half with cold stout and half with cold beer (or 
stout and black beer). 

Beer not strong enough for you? Drink it with gin. 

<Dog's Nose> — Pour 60 cc of gin into a mid-sized tumbler and fill it up with cold black beer. 
Gin with a mild flavor seems to go better with beer. 

A lot of people drink whiskey with water and shochu with hot water, but beer connoisseurs 
know better — ^ttiey drink whiskey, gin, aquavit or shochu straight and chase it with beer. 

<Boiler Maker> — ^Drink whiskey straight, and then beer as a chaser. Try it with beers with 
different flavors — ^it makes a world of difference. 



<Ale Saager> — ^Put half a teaspoonful of sugar in a mid-sized tumbler and melt it with a small 
amount of ale. Add a couple of ice cubes, fill the tumbler witti cold ale, and serve it with a 
pinch of nutmeg sprinkled on top (beer, black beer or stout may be used instead of ale). 

Tired from overwork? Consume good quality protein together with beer and relax. 

<Egg Beer> — ^Put an egg yolk and a spoonful of sugar into a large-sized tumbler, mix them 
well, add a couple of ice cubes, and fill the tumbler with cold beer (a whole egg may be used 
instead of a yolk). 

Enjoy a luxurious mixture of champagne and beer. The flavors of champagne and beer 
harmonize with each other to produce an excellent taste. 

<Black Velvet> — ^Fill a large-sized tumbler half with cold stout and half with champagne. It is 
also known as "Bismarck." People often use cold beer (Halstead Street Velvet) or porter 
(Velvet) instead of stout. 

In Mexico, people put salt and lime juice on top of a beer can and drink them together with 
beer. There are also cocktails popular in Columbia known as "Refajo" (beer mixed half and 
half with a herbal drink) and "Chiffon" (beer mixed half and half with soda). 
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